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1 )^ Responsive to communication(s) filed on May 10, 2007 , 
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3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-11,13-25, and 27- 28 is/are pending in the application. 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach me nt(s) 

1) 13 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) Q Inten^iew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CH Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070806 



Application/Control Number: 10/698,850 
Art Unit: 3628 



Page 2 



DETAILED ACTION 

The amendment received on May 10, 2007 is acknowledged and entered. 
Claims 1, 6, 9-10, 14, 19, 21, 16-17, 19, 21-23, ands 27 have been amended. Claims 
12 and 26 have been canceled. Claim 28 has been added. Claims 1-11, 13-25 and 27- 
28 are currently pending. 

Response to Amendment and Arguments 

Applicant's arguments with respect to claims 1-27 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

1 . Claim 9 and 22 is objected to because of the following informalities: 
Claim 9, lines 6-7, "as well" should be "and". 
Claim 22, line 7, "as well" should be "and". 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Application/Control Number: 10/698,850 Page 3 

Art Unit: 3628 

2. Claims 1-3, 14-16, and 27 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

As per claims 1-2, 14-15, and 27, the examiner is unable to determine by the 
claim language "good or service may be purchased", if the goods or services are 
actually purchased. Because the applicant has not positively recited that goods or 
service are purchased, the examiner takes the alternative position that the goods or 
services are not purchased. 

As per claims 1 and 14, the examiner is unable to detemnine what the applicant is 
claiming by the claim language, "determining, estimating or othenwise obtaining one or 
more outcomes". The examiner interprets the claim language to mean that the 
apparatus and method of the instant invention comprises the means and method for 
performing one of the acts from the group of determining, estimating, and obtaining one 
or outcomes for each of the purchasing times. 

As per claims 3 and 16, the examiner is unable to determine by the claim 
language "any penalty may be incurred". Because the applicant has not positively 
recited that a penalty is incurred if a quantity of units ....is less than a preset minimum, 
the examiner takes the alternative position that any penalty is not incurred. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02,that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application design.ated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-1 1 and 13-17, 19, 21-23, and 27-28 are rejected under 35 
U.S.C. 102(e) as being anticipated by Ganesan et al. (US PG Pub. 2004/0153376). 

As per claims 1, 14, and 27, Ganesan et al. disclose an apparatus for use in 
making a purchase decision regarding purchase of a plurality of units of a good or 
service from a plurality of potential suppliers at a plurality of purchasing times within a 
purchase period, the apparatus comprising means for determining, estimating or 
othenwise obtaining one or more outcomes for each of said purchasing times, each 
outcome being defined in terms of a quantity of units of said good or service to be 
purchased at a respective purchasing time and/or a predicted price of said good or 
service at a respective purchasing time (paragraphs [0005],[0062],[0074]), 

means for accessing details of tenns under which said good or service may be 
purchased from each of said potential suppliers during said purchase period (paragraph 
[0013]), and 

means for determining an optimal purchase strategy regarding purchase of said 
good or service during said purchase period, said optimal purchase strategy being 
defined in terms of, for each outcome, an allocation among said plurality of potential 
suppliers of a quantity of said good or service to be purchased upon an occurrence in 
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the event of said outcome, so as to minimise a total predicted cost of purcliasing said 
good or service during said purcliase period (paragraphia [0014H0015],[0024]) 

As per claims 2, 15, and 28, Ganesan et al. disclose an apparatus wherein said 
terms under which said good or service may be purchased from each of the potential 
suppliers during said purchase period include any discount offered if a quantity of units 
of the good or service purchase exceeds a predetermined level (paragraphs 
[0048].[0051]). 

As per claims 3 and 16, Ganesan et al. disclose an apparatus, wherein said 
terms include any penalty which may be incurred if a quantity of units of the good or 
service purchased during said purchase period is less than a preset minimum 
(paragraphs [0048],[0051]). 

As per claims 4 and 17, Ganesan et al. disclose an apparatus, wherein a total 
quantity of units of said good or service expected to be required to be purchased at one 
or more purchasing times within said purchase period is estimated by means of a 
probability function (paragraphs [0022H0035]; FIG. 2). 

As per claims 5 and 7, Ganesan et al. does not disclose an apparatus wherein 
probability function is based on one or more quantities of the good or service purchased 
at respective previous purchasing times; and wherein said probability function is based 
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on one or more prices or price variations at respective previous purchasing times, 
however claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function, In re Danly 263 F.2d 844, 847. 120 USPQ 582, 
531 (CCPA 1959). A claim containing a "recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the structural 
limitations of the claim. Ex parte Masham, 2 USPQ2d 1657 (bd Pat. App. & Inter. 1987). 
Thus the structural limitations of claims 5 and 7, are disclosed in Ganesan et al. as 
described herein. Ganesan et al. discloses a system that generates an optimized 
supplier allocation plan ([0007, [0010], FIG. 1). Also as described the limitations of the 
claim do not distinguish the claimed apparatus from the prior art. 

As per claims 6 and 19, Ganesan et al. disclose an apparatus, wherein predicted 
price fluctuations of said good or service are estimated by means of a probability 
function (paragraphs. [0038],[0051]). 

As per claims 8 and 21 , Ganesan et al. disclose and apparatus arranged to 
calculate a minimum expected cost of future purchasing of the good or service within 
said purchase period .(paragraph [0053]). 

As per claims 9 and 22, Ganesan et al. disclose an apparatus, wherein an 
expected cost of the good or service is calculated by calculating an expected cost of 
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purchasing in respect of each outconne relating to the or each purchasing time within 
said period utilizing the predicted price of the good or service as well the quantity of the 
good or service to be purchased for each said outcome ([0013],[0051]). 

As per claims 10 and 23, Ganesan et al. disclose an apparatus, wherein said 
minimum expected purchasing cost is calculated taking into account discounts offered 
by one or more suppliers for single orders of the good or sen/ice consisting of a quantity 
of units greater than a predetermined level, discounts offered by one or more of the 
suppliers for cumulative orders of the good or service greater than a predetermined 
level, and penalties applied by one or more of the suppliers in the event that the quantity 
of the good or service purchased during a contract period is less than a pre-set 

» 

minimum (paragraphs [0013], [0048], [0051]). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 11-12. 18, 20, and 24-25 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Ganesan et al. (US PG Pub, 2004/0153376). 

As per claims 11-12, Ganesan et al does not expressly disclose an apparatus, 

wherein said minimum expected purchasing cost is calculated taking into account 
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shipping costs in respect of each potential supplier; and wherein said shipping costs are 
modelled as a constant per unit of said good or service. 

However, it is old and well known in the business art to include shipping/and or 
delivery costs when making procurement decisions. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the invention of Ganesan et al. to include the 
feature of including shipping costs when considering procuring goods or services from a 
potential supplier in order to get a more accurate purchasing cost. 

As per claims 18 and 20, Ganesan et al. does not disclose an apparatus wherein 
probability function is based on one or more quantities of the good or service purchased 
at respective previous purchasing times; and wherein said probability function is based 
on one or more prices or price variations at respective previous purchasing times, 
however, information as to the probability function being based on one or more 
quantities of the good or service purchased at respective previous purchasing times; 
and wherein said probability function is based on one or more prices or price variations 
at respective previous purchasing times is non-functional language and given no 
patentable weight. Non-functional descriptive material cannot render non-obvious an 
invention that would otherwise have been obvious. See : In re Gulack 703 F.2d 1381, 
1385. 217 USPQ 401, 404 (Fed. Cir. 1983) In re Dembiczak 175 F.3d 994, 1000, 50 
USPQ2d 1614, 1618 (Fed. Cir 1999). The specific example of non-functional 
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descriptive material is provided in MPEP 2106, Section VI: (example 3) a process that 
differs from the prior art only with respect to non-functional descriptive material that 
cannot alter how the process steps are to be performed. The method steps, 
disclosed would be performed the same probability function. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in 
terms of patentability. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use a probability function for the optimization for purchasing 
goods or services because the basis for the probability function does not functionally 
relate to the steps in the method claimed. 

As per claims 24-25, Ganesan et al does not expressly disclose a method, 
wherein said minimum expected purchasing cost is calculated taking into account 
shipping costs in respect of each potential supplier; and wherein said shipping costs are 
modelled as a constant per unit of said good or service. 

However, it is old and well known in the business art to include shipping/and or 
delivery costs when making procurement decisions. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the invention of Ganesan et al. to include the 
feature of including shipping costs when considering procuring goods or services from a 
potential supplier in order to get a more accurate purchasing cost. 
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Conclusion 

5. The examiner has cited prior art of interest, for example: 

1) Case et al. (US Patent Number 5,734,890), which disclose a system and 
method for analyzing procurement decisions and customer satisfaction. 

2) Doyle et al. (US Patent Number 5,694,551), which disclose a computer 
integration network for channeling customer orders through a centralized computer to 
various suppliers. 

3) Katz et al. (US Patent Number 5,224,034), which disclose an automated 
system for generating procurement lists. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Freda A. Nelson whose telephone number is (571) 272- 
7076. The examiner can normally be reached on Monday - Friday. 

. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application. or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



FAN 08/17/2007 




/JOHN W.HAYES 
SUPBRVISORY PATENT EXAMINER 



